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North American Medical Corp. v. Axiom Worldwide, Inc., 522 F.3d 1211, 1220-
1224 (11th Cir. 2008). -4 Brookfield- % -

See, e.g., Sensient Tech. Corp. v. Sensoryeffects Flavor Co., 613 F.3d 754, 763-69
(8th Cir. 2010); Vail Associates, Inc. v. Vend-Tel-Co., Ltd., 516 F.3d 853, 863-74
(10th Cir. 2008); McNeil Nutritionals, LLC. v. Heartland Sweeteners, LLC., 511
F.3d 350, 357-69 (3d Cir. 2007); Perfumbay.com Inc. v. Ebay Inc., 506 F.3d 1165,
1176 (9th Cir. 2007); Australian Fold, Inc. v. Hartfield, 436 F.3d 1228, 1238-40
(10th Cir. 2006).
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Id. at 1007-08.
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64
65
66
67

Id. at 1007.

1d. at 1009.

1

304 F.3d 936 (9th Cir. 2002).
®8 169 F.3d 270 (3d Cir. 2001).
69 231 F.3d 1 (10th Cir. 2006).

70 420 F.3d 309 (4th Cir. 2005).
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71
72

423 F.3d 539 (6th Cir. 2005).

ECJ jointed cases C-236/08, C-237/08, C-238/08, Google France Sarl v. Louis
Vuitton Malletier SA, [2010] R.P.C. 19; see also ECJ Case C-278/08 Die Berg
Spechte Outdoor Reisen and Alpinschule Edi Koblmiiller GmbH v. Giinter Guni,
trekking. at Reisen GmbH.

3 1a at 613 (932(1)); 613 (137(1)); 614 (J41(2)).
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87 14 at 622 (497).

gl SPHF » FTESLTE LA ¢ Stacey L. Dogan & Mark L. Lemley,
Grounding Trademark Law through Trademark Use, 92 IowA L. REV. 1669 (2007)
™ [ Dogan & Lemley, Trademark Use) f' \_E[EJ‘*'% i3 BLEIY 0 Graeme
B. Dinwoodie & Mark D. Janis, Confusion over Use: Contextualism in Trademark
Law, 92 TowA L. REV. 1507 (2007) (I'] ™ jij*#iDinwoodie & Janis, Confusion over
Use) ; Graeme B. Dinwoodie & Mark D. Janis, Lessons from the Trademark Law
through Trademark Use, 92 Towa L. REv. 1703 (2007) ('} ™ fE*ZDinwoodie &
Janis, Lessons from the Trademark Law) o Z§[gE Eﬁ?ﬁﬁﬁ‘*— S % ARG
U I R IR 8% IR R 4 £143 + 2006
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(AR Py =R ) e
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% See Dogan & Lemley, Trademark Use, supra note 88, at 1696-98; Margreth Bar-

rett, Internet Trademark Suits and the Demise of “Trademark Use”, 39 U.C. DAVIS
L. REv. 371, 387-89 (2006).

See Stacey L. Dogan & Mark L. Lemley, Trademarks and Consumer Search Costs
on the Internet, 41 Hous. L. REv. 777, 809-11 (2004) (I'] ™ fi#&Dogan & Lemley,
Trademarks and Consumer Search Costs ) ; Stacey L. Dogan & Mark L. Lemley, 4

91

Search-Costs Theory of Limiting Doctrines in Trademark Law, in TRADEMARK LAW

AND THEORY—A HANDBOOK OF CONTEMPORARY RESEARCH 79-82 (2008).
92

93

See Dinwoodie & Janis, Confusion over Use, supra note 88, at 1622-23.
Id. at 1662.
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o7 See Barrett, supra note 90, at 373-75.

8 Barrett, supra note 90, at 375 (“It proposes a modern, working definition of ‘tra
demark use’ in light of this discussion: trademark use entails application of a mark
in a manner that invites consumers to associate the mark with goods or services
that the user is offering for sale or distribution and to rely on it for information
about the source, sponsorship, or affiliation of those goods or services.”); Dogan

& Lemley, Trademarks and Consumer Search Costs, supra note 91, at 805
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(“It is the use of the mark to brand or advertise the defendant’s services or to sug-
gest an affiliation with the plaintiff-so-called ‘trademark use’-that triggers trade-

mark law.”).
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[gszlaj;fg?ébuﬁjigt pUf YT 5 A > Tiffany (NJ) Inc. v. eBay, Inc., 2010 U.S. App.
LEXIS 6735, at 30-47 (2d Cir. Apr. 1, 2010) °

105 Lge=S] i PES 53"5?31%? H11* Google France Sarl v. Louis Vuitton Malletier SA.%'fiY
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106 See J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION

§ 23.6 (4th ed. Westlaw International September 2010); RICHARD L. KIRKPATRICK,
LIKELIHOOD OF CONFUSION IN TRADEMARK LAw § 1:7 (2007); MARY LAFRANCE,
UNDERSTANDING TRADEMARK LAW § 3.02[D] (2005).
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08 See Robert G. Bone, Hunting Goodwill: A History of the Concept of Goodwill in
Trademark Law, 86 B.U.L. REV. 547, 567-72 (2006).
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See ROBERT P. MERGES ET AL., INTELLECTUAL PROPERTY IN THE NEW TECHNOLOGI-
CAL AGE 738 (5th ed. 2010).
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"M See McCarTHY, supra note 106, at § 23.1. % B [ 15 1 21291 5270 ¢ Article
5(1) of First Council Directive of 21 December 1988 to approximate the laws of the
Member States relating to trade marks (89/104/EEC).
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"3 F IR Ik R2 A % ] > Grotrian, Helfferich, Schulz, Th. Steinweg Nachf. v.

Steinway & Sons, 523 F.2d 1331 (2d. Cir. 1975).

SR DS R P R QR R iR
JEEFTVT & (RiR il PR R A ) Spl 4l 20 20 TR S
) RLH 5 3% VSR RS I 0 R Y gL
Thomas C. Folsom, Transformational Trademark Law in Cyberspace, 60 RUTGERS
L. REv. 825, 845-48, 884-86(2008).
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Standing at the Crossroads of Trademark Law, 27 CARDOZO L. REv. 105, 124-30
(2005). %}ﬁ%‘ﬁffﬁlPhilippe Gilliéron, Online Advertising Business Models and Dis-
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6 See Dogan & Lemley, Trademark and Consumer Search Costs, supra note 91, at

822 (“Particular as technology advances, courts should consider whether the use, in
context, is more likely to confuse or to add to the wealth of information that the con-
sumer might think important. In making this decision, courts should consider whether
defendant was legitimately attempting, in a nonconfusing and nondiluting way, to cap-
ture viewer’s attention in the same way that vendors have traditionally done by placing
like products next to on another on grocery shelves.”); see also Eric Goldman, Deregu-
lating Relevancy in Internet Trademark Law, 54 EMORY L.J. 507, 573-75 (2005);
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A Metamorphosis of Jurisprudence
of Trademark Infringement in the
Digital Era?: Some Reflection from
Trademark Use and Initial Interest

Confusion
Chung-Lun Shen’

Abstract

Compared with patent and copyright, trademark never entitles the
owner to prevent from all trademark uses of the public, but the trade-
mark use to misappropriate the goodwill behind the trademark contrib-
uted to long-term business operation of the trademark owner. As a con-
sequence, it is difficult to distinguish the trademark uses harmless to
trademark value from the ones in connection with misappropriation of
goodwill, especially in the era of electronic commerce. Additionally,
the concept of propertization of trademark has been spreading in the
international community. Under U.S. or EU law, the likelihood confu-
sion of trademark has been expended to the situations where the confu-
sion occurs prior to the purchase so that the trademark owner could to

dominate the access of consumers to product information. This kind of

Associate Professor, College of Law, National Chengchi University; SJD, Maurer
School of Law, Indiana University-Bloomington.
Received: December 15, 2010; accepted: May 27, 2011
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confusion is “initial interest confusion”. It is controversial about
whether “initial interest confusion” is within the likelihood of confusion
of trademark under traditional trademark law. Because the marketing of
electronic commerce is usually done through the search of product in-
formation by consumers, it is worthwhile to examine the legality of

“initial interest confusion” under trademark law.

Keywords: Trademark, Trademark use, Trademark Infringement, the Likeli-
hood of Confusion, Initial Interest Confusion, Domain Name,
Meta Tags, PoP-up Ads, Keywords, Electronic Commerce
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